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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed May 13, 2008 have been fully considered but they are 
not persuasive. 

With respect to Applicant's arguments with respect to 35 U.S.C. 101, Applicants 
argument is not persuasive. The amendment adding the use of processors is not 
persuasive because the use of processors is not mentioned in the Specification. Thus, 
an objection has been made to the Specification. 

With respect to Applicant's arguments with respect to 35 U.S.C. 103, Applicants 
argument is not persuasive. Applicants argue that a prima facie case of obviousness 
has not been established because none of the cited references alone or in combination 
teach all the amended claim limitations. 

It would have been obvious to one of ordinary skill in the art combine the 
teachings of Pinkham with those of Sheppard and Petersen. "To establish a prima facie 
case of obviousness, three basic criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or combine 
reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all 
the claim limitations." MPEP 2143. One of ordinary skill in the art would be motivated to 
combine Pinkham with Sheppard and Petersen in order to provide an electronic 
encyclopedia (Sheppard, column 1 , lines 60-65), and to provide electronic translations 
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for those documents (Pinkham, [0015]). The motivation for doing so would have been 
to create a system that allows a user to access a database with encyclopedia articles 
(Sheppard, column 1 , lines 60-65), and allow the user to translate those articles in 
different languages (Pinkham, [0015]). There is a reasonable expectation of success. 
All claim limitations are taught by Petersen, Sheppard, Pinkham, or the combination of 
them. 

Applicant argues that dependent claims 2-16 and 1 8 - 1 9 are allowable for at 
least the same reasons as independent claims 1 and 17. 

Applicant's arguments fail to comply with 37 CFR 1 .1 1 1 (b) because they amount 
to a general allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from the 
references. 

With respect to Applicant's argument that Petersen does not teach of a "history of 
past user interaction with the system," a "configuration database," of the "FIND 
CONDITIONS," please see details below. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

The specification does not disclose the processors associated with the computer 
system of claims 1 and 17. 
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Claim Objections 

Regarding claims 1 and 17, the phrase "one of the "FIND" conditions" renders 
the claim indefinite because it is unclear what "FIND condition" is being referenced. 
See MPEP§ 2173.05(d). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

Claims 1-19 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1 - 19 are rejected under 35 USC 101 for being "software per se". 

The claimed invention as in claims 1 - 19 is addressed to "a system for building, 
organizing, and sharing one's own encyclopedia" that can be interpreted as referring to 
lines of programming within a computer system, rather than referring to the system as a 
physical object. The claimed invention is directed to, "databases" and "modules", 
therefore, the claims are deemed to read as pure software systems, with no clear 
limitations that read on some sort of hardware. 

"Software per se" is non-statutory under 35 USC 1 01 because it is merely a set 
instruction without any defined tangible output or tangible result being produced. The 
requirement for tangible result under 35 USC 101 is defined in State Street Bank & 
Trust Co. v. Signature Financial Group Inc., 149 F.3d 1368, 47USPQ2d 1596 (Fed. Cir. 
1998). 
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Therefore, the claimed subject matter fails to fall within on of the four statutory 
classes. 

According to MPEP 2106: 

The claims lack the necessary physical articles or objects to constitute a machine 
or a manufacture within the meaning of 35 USC 101. They are clearly not a series of 
steps or acts to be a process nor are they a combination of chemical compounds to be 
a composition of matter. As such, they fail to fall within a statutory category. They are, at 
best, functional descriptive material per se. 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Both types of "descriptive material" are 
nonstatutory when claimed as descriptive material per se, 33 F.3d at 1360, 31 USPQ2d 
at 1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed.Cir. 1994). 

Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored on 
a computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that 
the claims for an algorithm in Benson were unpatentable as abstract ideas because 
"[t]he sole practical application of the algorithm was in connection with the programming 
of a general purpose computer."). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1 -1 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 

Karin Petersen et al. (U.S. Patent 6308179), hereinafter, "Peterson," in view of Charles 

Sheppard (U.S. Patent 5832472), hereinafter, "Sheppard," and further in view of Jessie 

Pinkham (U.S. Patent Publication 20040243390), hereinafter, "Pinkham." 
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es 64-67 and a control system acting as a bridge between the modules 
and the databases to display relevant data/record(s) on the user interface by finding the 
relevant data/record(s) from the databank, based on a user selecting from presented 
options including one of "FIND" conditions, more than one of the "FIND" conditions, and 
none of the "FIND" conditions (i.e. a find function is used to search for and display- 
relevant documents for the user, column 21 , lines 30-38, and a dialog box can be used 
to enter one or more conditions to be found, see Fig 9, and column 26, lines 57 - 67). 
Petersen dees not explicitly disclose that the documents are encyclopedia articles, or 
that a translation dalabase ;s included, the use of a processor to execute code, or a 
history of past user interaction with the system. However, Sheppard teaches an 
encyoiooeoe; bank database (i.e. an electronic encyclopedia database, column 1, lines 
•V do- computer program code that is operable when executed on a processor (column 
2, lines 55 - 64), and a history or past user interaction with the system (i.e. if the user 
has previously used system, a profile has been created for them and stored, which 
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provides information about the users previous searches, column 11, lines 26 - 30). 

Sbepparb does not explicitly discloses mat a translation database is included. However, 
Pinkham teaches a translation database (re. database used to store language 
translations and mappings, [001 7, 0019]}. 

Petersen, Sheppard, and Pinkham are analogous art because they are from the 
same field of endeavor of enabling a user to access electronic textual documentation. 
At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to modify the system of Petersen to include the teachings of Sheppard and Pinkham in 
order to provide an electronic encyclopedia (Sheppard, column 1 , lines 60-65), and to 
provide electronic translations for those documents (Pinkham, [0015]). The motivation 
for doing so would have been to create a system that allows a user to access a 
database with encyclopedia articles (Sheppard, column 1 , lines 60-65), and allow the 
user to translate those articles in different languages (Pinkham, [0015]). Therefore, it 
would have been obvious to combine Pinkham with Sheppard with Petersen to obtain 
the invention as specified in the instant claim(s). 

With respect to claim 2, Petersen teaches the "FIND" conditions to find the 
data/record(s) from the databank are defined by none or one or more classifications like 
the Date, Record ID, Language, Source of Information, Index Letter, Age Group, 
Subject, and Sub subjects, as well as by keywords, wildcard characters, file 
attachments, associations, attachment remarks, association remarks, import remarks, 
or bookmark remarks (i.e. documents have property tags which make them searchable, 
column 22, lines 17-19, and some of the properties may specify names, values, or 
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methods identifying the document, column 23, lines 19-26), including, but not limited to, 
whether or not the data/record is marked as "Private" or "Public" or either, "Favorite" 
(i.e. document properties can be specified in a tag as basic or private, column 20, lines 
61-67). 

With respect to claim 3, Petersen teaches accessing documents using a 
computer system, where the user is able to organize and share their personalized 
documents (column 1 1 , lines 64-67). Petersen does not explicitly disclose that the 
documents art part of an encyclopedia bank. However, Sheppard teaches said 
encyclopedia bank module allows the user to classify the data/record(s) by 
classifications selected or added in one or more of the groups consisting of Date, 
Language, Source of Information, Index Letter, Age Group, Subject, and Sub subjects 
(i.e. documents are classified in many different ways - by subject, topic, sub-topic, 
expertise of author, column 5, lines 23-36). Therefore, the limitations of claim 3 are 
rejected in the analysis of claim 1 above, and the claim is rejected on that basis. 

With respect to claim 4, Petersen teaches said (document) bank module allows 
the user to cross-reference data/record(s) in the databank (i.e. data records, or 
documents, may be cross-referenced, or linked to other documents, column 1 1 , 44-63). 

With respect to claim 5, Petersen teaches accessing documents using a 
computer system, where the user is able to organize and share their personalized 
documents (column 1 1 , lines 64-67). Petersen does not explicitly disclose an 
encyclopedia bank. However, Sheppard teaches said encyclopedia bank module 
allows the user to find data/record(s) from the databank, which have similar 
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classifications (i.e. user may view documents by classification, which allows them to 
locate similar articles, column 5, lines 23-36). Therefore, the limitations of claim 5 are 
rejected in the analysis of claim 1 above, and the claim is rejected on that basis. 

With respect to claim 6, Petersen teaches accessing documents using a 
computer system, where the user is able to organize and share their personalized 
documents (column 1 1 , lines 64-67). Petersen does not explicitly disclose an 
encyclopedia bank. However, Sheppard teaches said encyclopedia bank module 
comprises a utility for copying of existing classification and previously entered 
data/record for new data/record input by the user, for ease of data entry, with a choice 
of defining an extent of details to be copied (i.e. a document may be added to an 
existing document category, column 5, lines 23-36). Therefore, the limitations of claim 6 
are rejected in the analysis of claim 1 above, and the claim is rejected on that basis. 

With respect to claim 7, Petersen teaches that the modules include an export 
module, which allows the user to export data/record (s) from the databank, such 
data/record(s) having been selected by the user by finding the same by none or one or 
more FIND conditions (i.e. user may export, or link documents that they find in a search 
so that they are available to other users, column 1 1 , lines 44-67, and column 1 9, lines 
58-67). 

With respect to claim 8, Petersen teaches the modules include an import module, 
which allows the user to import data/record(s) built by another user using the same 
system (i.e. files can be imported into the system like email files, column 17, lines 54- 
59, and column 18, line 8). 
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With respect to claim 9, Petersen teaches the import module further comprises a 
utility, which allows the user to selectively import the data/record(s) (i.e. user may 
selectively link to the documents that they desire, column 1 1 , lines 44-67). 

With respect to claim 10, Petersen teaches the modules include a global 
changes module, which allows the user to modify data/record(s), delete data/record(s) 
(i.e. documents can be changed, column 15, line 31 , and a dialog box is uses to alter 
documents, column 26, lines 57-67), mark data/record (s) as "Public" or "Private" and/or 
"Favorite" (i.e. document properties can be specified in a tag as basic or private, column 
20, lines 61-67), associate additional information in the form of file(s)/URL(s)/remark(s) 
to data/record(s), attach a file such as an image, animation, or a sound file to 
data/record (s) (i.e. additional information from the base file may be an email, streaming 
camera images, or many other types of attachments, column 1 1 , lines 21-35). Petersen 
teaches that when a change is made to a base or individual document, the change is 
made globally (column 13, lines 44-53). Peterson does not explicitly disclose translating 
data records. However, Pinkham teaches translating data/record(s) (i.e. textual input 
allows the user to transfer a written version of a document or other text from a source 
language to a target language, [0070]). 

Petersen, Sheppard, and Pinkham are analogous art because they are from the 
same field of endeavor of enabling a user to access electronic textual documentation. 
At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to modify the system of Petersen to include the teachings of Sheppard and Pinkham in 
order to provide an electronic encyclopedia (Sheppard, column 1 , lines 60-65), and to 
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provide electronic translations for those documents (Pinkham, [0015]). The motivation 
for doing so would have been to create a system that allows a user to access a 
database with encyclopedia articles (Sheppard, column 1 , lines 60-65), and allow the 
user to translate those articles in different languages (Pinkham, [0015]). Therefore, it 
would have been obvious to combine Pinkham with Sheppard with Petersen to obtain 
the invention as specified in the instant claim(s). 

With respect to claim 1 1 , Petersen teaches the modules include a recycle bin 
module, which allows the user to restore or permanently remove data/record(s) 
individually or plurally from the databank (i.e. documents or properties can be 
permanently deleted for an individual, and other linked users, column 13, lines 44-53). 

With respect to claim 12, Petersen teaches accessing documents using a 
computer system, where the user is able to organize and share their personalized 
documents (column 1 1 , lines 64-67). Petersen does not explicitly disclose a reports 
module. Sheppard teaches and encyclopedia database (column 1, lines 60-65). 
Sheppard does not explicitly disclose a reports module. However, Pinkham teaches the 
modules include a reports module, which allows the user to print reports and/or graphs 
from the data/record(s) in the databank, by finding the same by none or one or more 
"FIND" conditions (i.e. report statistics can be run on associations searched for in the 
database, [0051], and printed, [0034]). Therefore, the limitations of claim 12 are rejected 
in the analysis of claim 1 above, and the claim is rejected on that basis. 

With respect to claim 13, Petersen teaches accessing documents using a 
computer system, where the user is able to organize and share their personalized 
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documents (column 1 1 , lines 64-67). Petersen teaches that when a change is made to 
a base or individual document, the change is made globally (column 13, lines 44-53). 
Petersen does not explicitly disclose a translation module. Sheppard teaches and 
encyclopedia database (column 1 , lines 60-65). Sheppard does not explicitly disclose a 
translation module. However, Pinkham teaches the modules include a translation 
module, which allows the user to translate data/record(s) in the databank, from one 
language into another of user's choice (i.e. textual input allows the user to transfer a 
written version of a document or other text from a source language to a target language, 
[0070]). Therefore, the limitations of claim 1 3 are rejected in the analysis of claim 1 
above, and the claim is rejected on that basis. 

With respect to claim 14, Petersen teaches the modules include a tools/help 
menu options module, which allows the user to select an option for customization 
including system maintenance and updating of databases (i.e. a dialog box is available 
on the display screen to help the user alter, manipulate, and update documents, column 
26, lines 57-67). 

With respect to claim 15, Petersen teaches the modules include a master 
module, which allows the user to create and store masters for well-defined 
classifications (i.e. previously defined classifications allow a collection to be created 
dynamically, column 21, lines 39-48). 

With respect to claim 16, Petersen teaches accessing documents using a 
computer system, where the user is able to organize and share their personalized 
documents (column 1 1 , lines 64-67). Petersen does not explicitly disclose the use of 
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hand held devices. Sheppard teaches and encyclopedia database (column 1, lines 60- 
65). Sheppard does not explicitly disclose the use of hand-held devices. However, 
Pinkham teaches the modules and utilities are adapted to be operated within a browser 
and/or other viewing and/or processing programs and to operate on one or more 
computer systems including hand held devices (i.e. system can work over a network, or 
with hand-held devices, [0027]). 

>pect te da N * N ser Interface 




and a control system acting as a bridge between the modules and the 
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databases to display relevant data/record(s) on the user interface by finding the relevant 
data/record(s) from the databank, based on a user selecting from presented options 
including one of "FIND" conditions, more than one of the "FIND" conditions, and none of 
the "FIND" conditions (i.e. a find function is used to search for and display relevant 
documents for the user, column 21 , lines 30-38, and a dialog box can be used to enter 
one or more conditions to be found, see Fig 9, and column 26, lines 57 - 67). Pe , v se N 
does not explicitly disclose that the documents are encyclopedia articles, or teat a 
. N Cv N ^ .\c-\ a c the use of a processor to execute code, or a history of 
past user interaction with the system. . However, Sheppard ieaenes an encyclopedia 
bank database (i.e. an electronic encyclopedia database, column P lines 60-65), 
computer program code that is operable when executed on a processor (column 2, lines 
55 - 64), and a history or past user interaction with the system (i.e. if the user has 
previously used system, a profile has been created for them and stored, which provides 
information about the user's previous searches, column 1 1 , lines 26 - 30) ^ e e , 
does not explicitly disclose that a translation database is included However, Pinkham 
teeches a translation database (i.e. database used to store language translations and 
NN w \>> ,6 x * Petersen, Sheppard, and Pinkham are analogous art because 
they are from the same field of endeavor of enabling a user to access electronic textual 
documentation. At the time of the invention, it would have been obvious to one of 
ordinary skill in the art to modify the system of Petersen to include the teachings of 
Sheppard and Pinkham in order to provide an electronic encyclopedia (Sheppard, 
column 1 , lines 60-65), and to provide electronic translations for those documents 
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(Pinkham, [0015]). The motivation fordoing so would have been to create a system 
that allows a user to access a database with encyclopedia articles (Sheppard, column 1 , 
lines 60-65), and allow the user to translate those articles in different languages 
(Pinkham, [0015]). Therefore, it would have been obvious to combine Pinkham with 
Sheppard with Petersen to obtain the invention as specified in the instant claim(s). 

With respect to claim 18, Petersen teaches accessing documents using a 
computer system, where the user is able to organize and share their personalized 
documents (column 1 1 , lines 64-67). Petersen does not explicitly disclose an 
encyclopedia bank. However, Sheppard teaches the encyclopedia bank module 
includes a utility for copying of existing classification and previously entered 
data/record (s) for new data input by the user, for ease of data/record entry, with a 
choice of defining an extent of details to be copied (i.e. a document may be added to an 
existing document category, column 5, lines 23-36). Therefore, the limitations of claim 
18 are rejected in the analysis of claim 17 above, and the claim is rejected on that basis. 

With respect to claim 19, Petersen teaches the encyclopedia bank module allows 
the user to modify a record individually) (i.e. documents can be changed, column 15, 
line 31, and a dialog box is uses to alter documents, column 26, lines 57-67), and 
further comprises a utility, which allows the user to modify data/records globally (when a 
change is made to a base or individual document, the change is made globally (column 
13, lines 44-53). 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDRIA Y. BROMELL whose telephone number 
is (571)270-3034. The examiner can normally be reached on M-R 6:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R. Cottingham can be reached on 571-272-7079. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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